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DETAILED ACTION 

Specification 

1 . The lengthy specification has not been checked to the extent necessary to determine the 
presence of all possible minor errors. Applicant's cooperation is requested in correcting any 
errors of which applicant may become aware in the specification. 

Claim Rejections - 35 USC § 112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

3. Regarding claim 44, the phrases "optionally" and "normally" renders\ the claim indefinite 
because it is unclear whether the limitation(s) following the phrase are part of the claimed 
invention. See MPEP § 2173.05(d). 

4. Regarding claim 44, the phrase "such as" renders the claim indefinite because it is unclear 
whether the limitations following the phrase are part of the claimed invention. See MPEP 

§ 2173.05(d). 

5. The term "at least" in claim 45 is a relative term which renders the claim indefinite. The 
term "at least" is not defined by the claim, the specification does not provide a standard for 
ascertaining the requisite degree, and one of ordinary skill in the art would not be reasonably 
apprised of the scope of the invention. It is unclear from the claim language and the 
specification what is meant by "at least substantially the same." 

6. The term "at least substantially" in claims 50 and 55 is a relative term which renders the 
claim indefinite. The term "at least substantially" is not defined by the claim, the specification 
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does not provide a standard for ascertaining the requisite degree, and one of ordinary skill in the 
art would not be reasonably apprised of the scope of the invention. It is unclear from the claim 
language and the specification what is meant by "at least substantially." 

7. Regarding claim 58, the phrase "preferably" renders the claim indefinite because it is 
unclear whether the limitation(s) following the phrase are part of the claimed invention. See 
MPEP § 2173.05(d). 

8. Regarding claim 68, the phrases "optionally" and "preferably" render the claim indefinite 
because it is unclear whether the limitation(s) following the phrase are part of the claimed 
invention. See MPEP § 2173.05(d). 

Claim Rejections - 35 USC § 102 

9. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

10. Claims 44-50, 54-55, 57, 59-62, 64-68 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Babej et al. US Patent Application Publication No. 2003/0190214 Al. 

1 1 . Babej anticipates: 

12. Limitations from claim 44, method for the manufacture of hollow body elements such as 
nut elements for attachment to components normally consisting of sheet metal, in particular for 
the manufacture of hollow body elements (11), having an at least substantially square or 
rectangular outline by cutting individual elements to length from a section present in form of one 



Application/Control Number: 10/599,640 Page 4 

Art Unit: 3725 

of a profile bar (14, 16) and a coil (figure 1 and paragraphs 7 and 31) after prior piercing of 
apertures into the section (paragraph 9), optionally with subsequent formation of a thread 
cylinder (paragraph 9) using a progressive tool having a plurality of working stations in each of 
which respective operations are carried out, the method comprising: a) in a first step, starting 
from a section rectangular in cross-section (paragraph 9), an upsetting process is carried out 
which leads to a cylindrical recess at a first broad side of the section and to a hollow cylindrical 
projection at a second broad side of the section opposite to the first broad side, the projection 
being surrounded by a ring-shape recess, b) in a second step, a web remaining between the base 
of the cylindrical recess and the base of the hollow cylindrical projection is pierced or punched 
out to form a through-going aperture (paragraphs 9 and 10), c) in a third step, which is 
combinable with the second step b), the hollow cylindrical projection is flattened or crushed at its 
free end for the formation of a piercing section and undercut at the outer side, whereafter the 
hollow body element is separated from the section and optionally provided with thread 
(paragraphs 9 and 10). 

13. Limitations from claim 45, method in accordance with claim 44, wherein during the 
upsetting operation of step a), the diameter of the cylindrical recess and the inner diameter of the 
hollow cylindrical projection are made at least substantially the same (figures 2 A and 2B). 

14. Limitations from claim 46, method in accordance with claim 44, wherein during one of 
the upsetting process of step a), the piercing process of step b) and the flattening process of step 
c), the opening of the cylindrical recess is executed at the first broad side of the section with a 
rounded or chamfered run-in edge (paragraph 34). 
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15. Limitations from claim 47, method in accordance with claim 44, wherein during one of 
the upsetting process of step a), the piercing process of step b) and the flattening process of step 
c), the opening of the hollow cylindrical projection is provided at its free end with a rounded or 
chamfered run-out edge (23) (paragraph 32). 

16. Limitations from claim 48, method in accordance with claim 44, wherein during the 
piercing of the web in accordance with step b), an aperture (22) is produced with a diameter 
which at least substantially corresponds to a diameter of the cylindrical recess and to an inner 
diameter of the hollow cylindrical projection (paragraph 32). 

17. Limitations from claim 49, method in accordance with claim 44, wherein during the 
upsetting process of the first step a), the free end of the hollow cylindrical projection is provided 
at an outside with a chamfer (23) (paragraph 32). 

18. Limitations from claim 50, method in accordance with claim 44, wherein during the 
upsetting process of the first step a), the recess is provided with a ring-like base region (36 or 
216), which stands at least approximately in a plane parallel to the first and second broad sides 
(12 or 212), is provided at a radially inner side with an at least substantially rounded transition 
into an outer side of the hollow cylindrical projection and merges at the radially outer side into a 
conical surface (figures 2A-2F, figure 17 A). 

19. Limitations from claim 52, method in accordance with claim 50, wherein the transition 
from the ring-shaped region of the ring recess into the conical surface is rounded (Figure 4E). 

20. Limitations from claim 53, Method in accordance with claim 50, wherein a run-out of the 
conical surface of the ring recess into the second broad side of the section is rounded (Figure 
4E). 
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21 . Limitations from claim 54, method in accordance with claim 44, wherein during the 
manufacture of the undercut, this is formed by a cylindrical part of the hollow cylindrical 
projection, which merges approximately level to the second broad side of the section into a 
region of the hollow cylindrical projection, which is thickened upon carrying out the step c), and 
which at least substantially projects beyond the second broad side of the section (paragraphs 9- 
10). 

22. Limitations from claim 55, method in accordance with claim 54, wherein the thickened 
region of the hollow cylindrical projection is made at least substantially conical and diverges 
away from the first and second broad side (Figure 4E). 

23. Limitations from claim 59, method in accordance with claim 44, wherein during the 
upsetting process in accordance with step a) a ring-like raised feature (102) is provided at the 
first broad side of the section around the cylindrical recess (figure 4E). 

24. Limitations from claim 60, method in accordance with claim 44, wherein during the 
upsetting process in accordance with step a) features providing security against rotation are 
formed one of outwardly at the hollow cylindrical projection and inwardly in a region of the ring 
recess around the hollow cylindrical projection (paragraph 40). 

25. Limitations from claim 61, method in accordance with claim 60, wherein features (46) 
providing security against rotation are formed by one of ribs and grooves at a radially outer side 
of the hollow cylindrical projection (paragraph 40). 

26. Limitations from claim 62, method in accordance with claim 60, wherein features 
providing security against rotation are formed by ribs, which extend in an axial direction and 
bridge the undercut of the hollow cylindrical projection (paragraphs 40 and 41). 
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27. Limitations from claim 64, method in accordance with claim 60, wherein features 
providing security against rotation are formed in the step a) by radially extending ribs, which 
bridge the ring recess (paragraph 40). 

28. Limitations from claim 65, method in accordance with claim 60, wherein features 
providing security against rotation are made in the form of obliquely positioned ribs, which 
extend in a radial direction over the ring recess and in an axial direction along the hollow 
cylindrical projection (paragraphs 41 and 42). 

29. Limitations from claim 66, method in accordance with claim 60, wherein features 
providing security against rotation are made in the form of ribs, which extend in a radial 
direction across the ring recess and in an axial direction along the hollow cylindrical projection 
(76) (paragraph 42). 

30. Limitations from claim 67, method in accordance with claim 60, wherein features 
providing security against rotation are made in the form of recesses, and indeed in step a), step b) 
or step c), wherein the recesses are arranged in the inclined surface (55, 57) of the ring recess 
(34) (paragraph 44). 

3 1 . Limitations from claim 68, method in accordance with claim 44, wherein in step a), 
likewise starting from the section rectangular in cross-section, a forming process is carried out in 
which optionally no cylindrical recess is provided at the first broad side of the section, but which 
leads at the second broad side of the section to a recess at the second broad side of the section, 
which is preferably polygonal in plan view, in particular square, which surrounds the hollow 
cylindrical projection that is formed partly from the material displaced during the formation of 
the recess and partly from the material displaced during the formation of the hollow space of the 
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hollow cylindrical projection, with the recess being provided with one of a ring surface and 
surfaces set obliquely to a central longitudinal axis of the hollow body element and in the second 
step b), the material between the first broad side of the section and the base of the hollow 
cylindrical projection is one of pierced and punched out for the formation of a through-going 
aperture (paragraphs 9 and 10). 

Claim Rejections - 35 USC § 103 

32. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

33. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

34. Claims 51, 56-58, and 63 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Babej et al. US Patent Application Publication No. 2003/0190214 Al. 
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35. Limitations from claim 51, method in accordance with claim 50, wherein the conical 
surface of the ring recess has an included cone angle in a range between 60° and 120°, preferably 
of approximately 90° (figure 13). 

36. Limitations from claim 56, method in accordance with claim 55, wherein the cone angle 
of the thickened region of the hollow cylindrical projection lies in a range from 30° and 70°, 
preferably at approximately 50° (paragraph 34). 

37. Babej does not explicitly disclose an included cone angle between 60° and 120° or 30° to 
70°; however it is apparent from Figure 13 that the angle a covers a range of 60° to 120° and the 
invention would be capable of functioning with such a cone angle range. 

38. Limitations from claim 57, method in accordance with claim 44, wherein after the 
flattening process, the hollow cylindrical projection ends at its free end outwardly in a piercing 
edge, which is provided as a sharp edge (paragraph 10). 

39. Limitations from claim 58, method in accordance with claim 44, wherein the ring recess 
is executed with an outer diameter, which is only made somewhat smaller than a smallest 
transverse dimension of the hollow body element, which is rectangular in plan view, whereby the 
ring recess with the second broad side of the section forms webs that remain at narrowest points 
in a plane of the second broad side with a width in a range from 0.25 to 1 mm, preferably at 
approximately 0.5 mm (paragraphs 39 and 40). 

40. Babej discloses the claimed invention except for the recess width ranges. It would have 
been obvious to one having ordinary skill in the art at the time the invention was made to design 
a width in a range between 0.25 to 1 mm, since it has been held that where the general conditions 
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of a claim are disclosed in the prior art, discovering the optimum or workable ranges involves 
only routine skill in the art. In re Alter, 105 USPQ 233. 

41 . Limitations from claim 63, method in accordance with claim 62, wherein the ribs 
providing security against rotation have a radial width, which corresponds at least substantially 
to between 40% and 90% of a maximum radial depth of the undercut (paragraph 40-42). 

42. Babej discloses the claimed invention except for the fractional radial depth of the 
undercut. It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to have the ribs correspond to a specific radial depth, since it has been held 
that where the general conditions of a claim arc disclosed in the prior art, discovering the 
optimum or workable ranges involves only routine skill in the art. In re Alter, 105 USPQ 233. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Stephanie Jennings whose telephone number is (571) 270-7392. 
The examiner can normally be reached on Monday-Thursday, 7 am - 5:30 pm EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Dana Ross can be reached on (571) 272-4480. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/S. J./ /Dana Ross/ 

Examiner, Art Unit 3725 Supervisory Patent Examiner, Art Unit 

May 1,2009 3725 



